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1 . Applicant's election of Group I, claims 1-21 in the reply filed on March 27, 2008 is 
acknowledged. Because applicant did not distinctly and specifically point out the 
supposed errors in the restriction requirement, the election has been treated as an 
election without traverse (MPEP § 818.03(a)). Claims 22-32 are withdrawn from 
consideration as directed to a non-elected invention. 

Objection to Drawings 

2. The drawings are objected to because drawing features 50, 52, 60 and 62 are 
recited in the specification but do not appear to be present anywhere in the drawing. 
Corrected drawing sheets in compliance with 37 CFR 1 .121(d) are required in reply to 
the Office action to avoid abandonment of the application. Any amended replacement 
drawing sheet should include all of the figures appearing on the immediate prior version 
of the sheet, even if only one figure is being amended. The figure or figure number of an 
amended drawing should not be labeled as "amended." If a drawing figure is to be 
canceled, the appropriate figure must be removed from the replacement sheet, and 
where necessary, the remaining figures must be renumbered and appropriate changes 
made to the brief description of the several views of the drawings for consistency. 
Additional replacement sheets may be necessary to show the renumbering of the 
remaining figures. Each drawing sheet submitted after the filing date of an application 
must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR 1.121 (d). If the changes are not accepted by the examiner, the 
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applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 

3. Claims 4-10 and 14-21 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

a) In claim 4, line 2, it is unclear what the parenthetical phrase "(filter and line)" is 
intended to signify. 

b) In claim 9, the meaning of "CP 1 to CP 4" is unclear, i.e. what particular alloys 
are being referred to by this phrase? 

c) In claim 14, lines 2-4, it is uncertain whether the clause "introducing a metal 
halide... amount required" denotes a required part of the claimed process, or is merely a 
part of the preamble to this claim. 

d) Claims dependent upon any of the above are likewise rejected under this 
statute. 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1 and 2 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Armstrong et al. (U.S. Patent 6,409,797). 
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Armstrong column 7, lines 32-47 discloses separating liquid metal (e.g. sodium), 
metal powder (e.g. titanium) and salt (e.g. sodium chloride) by separating the latter 
products from the sodium, and then passivating the titanium. The passivating appears 
to take place at a different location than the previous step, i.e. equivalent to the claimed 
"second vessel". Prior to this, the system is subjected to an argon purge (see 
Armstrong column 7, line 17), which would result in the "inert environment" required by 
the instant claims. Thus, all aspects of the claimed invention are held to be fully met by 
the Armstrong et al. disclosure. 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 4-1 0 and 1 3 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Armstrong et al. '797. 

The Armstrong patent, discussed supra, does not specify separating the liquid 
metal (i.e. sodium) both as a liquid and a vapor, as required by claims 4-10, and does 
not specify protecting the environment from oxygen contamination as required by claim 
13. However, 

a) Armstrong column 6, lines 1 6-1 8 indicates that the liquid sodium in the prior art 
serves as a heat transfer medium allowing useful recovery of the considerable reaction 
heat in that process. It is a reasonable assumption that in such a heat transfer step at 



Application/Control Number: 10/535,618 Page 5 

Art Unit: 1793 

least a small amount of the sodium will become a vapor, at least to the degree required 
by the instant claims. 

b) With regard to claim 13 and prevention of oxygen contamination, the 
examiner's position is that the use of an inert environment, particularly one that will not 
cause oxidation of the desired products of a metallurgical operation, is of such 
importance to one making metallic compositions that to include the limitations as 
claimed in the prior art process would have been considered an obvious expedient to 
one of ordinary skill in the art. This is particularly true in a case where the desired 
product is in the form of extremely small particles of a highly reactive metal such as 
titanium, as is the case in the Armstrong process. 

c) It is further noted that Armstrong produces titanium powder of a size as recited 
in claim 10, and is directed to production equally to the production of alloys as well; see 
Armstrong column 8, line 4. 

Thus, the disclosure of Armstrong et al. is held to create a prima facie case of 
obviousness of the invention as presently claimed. 

8. Claims 1-21 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-5 of copending 
Application No. 10/570422. Although the conflicting claims are not identical, they are 
not patentably distinct from each other because the process of the instant claims and 
that of the '422 claims appears to be directed to the same series of process steps, 
performed in the same order and for the same purpose, and preferably for producing 
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the same material (titanium or titanium alloy) in both instances. With respect to the 
"filtration and vaporization of liquid metal" limitation of instant claim 14, claim 3 of the 
'422 application recites an identical limitation. Further, the '422 claims recite the 
limitations of instant claim 3. Thus, no patentable distinction is seen between the 
process as defined in the instant claims and that claimed in the '422 application. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

9. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Long}, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



1 0. The remainder of the art cited on the attached PTO-892 and 1 449 forms is of 
interest. This art is held to be no more relevant to the claimed invention than the art as 
applied in the rejections, supra. 
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1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to George Wyszomierski whose telephone number is (571) 
272-1252. The examiner can normally be reached on Monday thru Friday from 8:00 
a.m. to 4:30 p.m. Eastern time. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Roy 
King, can be reached on (571) 272-1244. All patent application related correspondence transmitted by 
facsimile must be directed to the central facsimile number , (571)-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) 
at 866-217-9197 (toll-free). 



/George Wyszomierski/ 
Primary Examiner 
Art Unit 1793 



GPW 

June 17, 2008 



